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DETAILED ACTION 

Response to Amendment 

1 . The Response to Office Action filed on February 21 , 2006 amended Claims 7, 9, 10, 17, 
20 and 23 and cancelled Claims 8, 15 and 15. The currently pending claims considered below 
are Claims 1-7, 9-14, 16-20 and 22-23. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 7 and 9 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

a. Claim 7 recites the limitation "at the web retailer". There is insufficient 
antecedent basis for this limitation in the claim. 

b. Claim 9 is a dependent claim of Claim 7 and inherits the same deficiency. 
Furthermore, Claim 9 recites the limitation "The method of claim 8." There is insufficient 
antecedent basis for this limitation in the claim. 

c. Claim 16 recites the limitation "The computer system of claim 1 5." There is 
insufficient antecedent basis for this limitation in the claim. 

d. Claim 22 recites the limitation "The computer program of claim 21." There is 
insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1, 2, 5, 6, 11, 12, 16 and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Goldhaber et al. (5,855,008). 

Regarding claim 1, Goldhaber et al. discloses a method for controlling personal 
information of a user using a client computer system enabled to be communicatively 
connected to a plurality of network entities in a network environment, comprising: 

a. storing personal information of the user at the client computer system (col 9, lines 
53-67); 

b. receiving a request from a first network entity to send the personal information 
stored at the client to at least one other network entity (col 7, lines 1 1-67); 

c. enabling the at least one other network entity to be selectable by the user (col 12, 
lines 49-67); 

d. enabling the personal information to be edited (col 6, lines 50-65 and col 13, line 
45 to cl 14, line 21); and 

e. sending the edited personal information from the client computer system to each 
of the selected ones of the at least one other network entity (col 7, lines 1 1-67). 

Regarding claim 2, Goldhaber et al. discloses the method of claim 1 wherein enabling 
the personal information to be edited further comprises enabling the personal 
information to be separately edited for each selected ones of the at least one other 
network entity (col 12, lines 49-67; cl 13, lines 38-59 and col 18 lines 1-15). 
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Regarding claim 5, Goldhaber et al. discloses the method of claim 1 further comprising 
receiving an indication of a remuneration from the first network entity in response to 
sending the edited personal information to selected ones of the at least one network 
entity (col 16, lines 12-24). 

Regarding claim 6, Goldhaber et al. discloses the method of claim 1 wherein receiving a 
request further comprises receiving, with the request, a financial incentive to comply with 
the request (col 7, lines 11-67 and col 12, lines 49-67). 

Claims 1 1 and 12 describe the system of the method of claim 1 ; therefore, the prior arts 
of Goldhaber et al. as set forth above are relied upon to reject claims 1 1 and 12. 

Regarding claim 16, Goldhaber et at. discloses the computer system of claim 15 further 
comprising: means for receiving a second remuneration from each of the at least one 
other specified network entity to which the user personal information was sent (col 7, 
lines 11-67; col 12, lines 49-67; col 19, lines 22-67 and col 20, lines 1-58). 

Claim 18 describes a program embodied on a computer readable medium of the method 
of claim 1 ; therefore, the prior arts of Goldhaber et al. as set forth above are relied upon 
to reject claim 18. 

6. Claims 10, 17, 23 are rejected under 35 U.S.C. 102(b) as being anticipated by Karp et 
al. (US 2003/0154171 A1). 

Regarding claim 10, Karp et al. discloses a method of participating in a distribution of 
personal information of a user in a network environment, comprising: 

a. receiving, at a second network entity, personal information of the user from the 
user with an indication of a requesting network entity that requested the user send the 
second network entity the personal information (page 2, parag. 25 and 27); and 

b. sending, from the second network entity, a second remuneration to the indicated 
requesting network entity in response to receiving the personal information from the user 
client system (page 2, parag. 25 and 27). 



Application/Control Number: 09/920,522 



Page 5 



Art Unit: 1751 

Claims 17 and 23 recite the system and the program embodied on a computer readable 
medium of the method Claim 10; therefore, the prior art of Karp et al. as set forth above 
in Claim 10 is relied upon to reject Claims 17 and 23. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 3, 4, 13 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldhaber et al. in view of O'Neil et al. (5,987,440). 

Regarding claim 3, Goldhaber et al. discloses the need to prevent unauthorized release 
0 f the personal information but does not explicitly mention the use of watermarking the 
edited personal information before sending the personal information (col 7, lines 11-67). 
In an analogous art, O'Neil teaches the use of digital signature to track and prevent 
further distribution of personal information beyond a third party (col 6, lines 29-53 and col 
9, lines 27-55). Therefore, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to modify the method as taught by Goldhaver et 
al. with the use of digital signature as taught by O'Neil since it was known in the art that 
a digital signature or watermark is used to securely deliver electronic documents and 
information thus preventing non-authorized distribution. 

Regarding claim 4, Goldhaber et al. discloses the need to prevent unauthorized release 
of the personal information but does not explicitly mention the use of uniquely 
watermarking each one of the separately edited personal information before sending 
each of the separately edited personal information to each selected ones of the at least 
one network entity (col 7, lines 1 1-67). In an analogous art, O'Neil teaches the use of 
digital signature to track and prevent further distribution of personal information beyond a 
third party (col 6, lines 29-53 and col 9, lines 27-55). Therefore, it would have been 
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obvious to one having ordinary skill in the art at the time the invention was made to 
modify the method as taught by Goldhaver et al. with the use of digital signature as 
taught by O'Neil since it was known in the art that a digital signature or watermark is 
used to securely deliver electronic documents and information thus preventing non- 
authorized distribution. 

Claims 13 and 19 describe a system and a program embodied on a computer readable 
medium of the method of claim 3; therefore, the prior arts of Goldhaber et al as set forth 
above are relied upon to reject claims 13 and 19. 

9. Claims 7, 9, 14, 16, 20 and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Goldhaber et al. (5,855,008). 

Regarding claim 7, Goldhaber et al. discloses a method of participating in a distribution 
of personal information of a user in a network environment, comprising: 

a. receiving, at a web server accessed by a user from a client system over a 
network, initial personal information from the user over a network (col 9, lines 53-67); 

b. sending a request from the web server to the user requesting the user to send 
the initial personal information of the user to at least one other specified network entity 
(col 9, lines 53-67); 

c. sending, with the request, an indication of a financial incentive to comply with the 
request (col 16, lines 12-24 and col 12, lines 49-67); 

but does not explicitly disclose 

d. receiving, at the web server, a copy of the user personal information sent to the 
at least one other specified network entity from the user; 

e. comparing, at the web retailer, the received copy of the user personal information 
with the received initial personal information; and 

f. sending a remuneration, based on the comparison, from the web server to the 
user for complying at least in part with the request. 
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Goldhaber et al. discloses the use of Trading Houses implemented on a network for 
facilitating transactions between the buyer and the seller by matching the records from 
both parties, allowing the seller to directly contact the buyer and sending a remuneration 
(col 19, lines 20 to col 20, lines 57). Furthermore, Goldhaber et al. teaches checking and 
monitoring that the user has performed a requested action prior to dispensing a 
remuneration (col 16, lines 12-23). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to modify the method as taught by 
Goldhaber et al., with checking that the information sent to a buyer since it was known in 
the art that following up on a transaction between a first and second party by a third 
party is used to ensure that the terms of the specific transaction were met and thus 
allowing for the proper remuneration to be disbursed. 

Regarding claim 9, Goldhaber et al. discloses the method of claim 8 further comprising: 
receiving, at a web server, a first remuneration from each of the at least one other 
specified network entity to which the user personal information was sent (col 7, lines 1 1- 
67; col 16, lines 12-23; col 19, lines 21-67 and col 20 lines 1-58). 

Claims 14 and 16 recite the system of the method Claims 7 and 9 respectively; 
therefore, the prior art of Goldhaber et al. as set forth above in Claim 7 and 9 is relied 
upon to reject Claims 14 and 16. 

Claims 20 and 22 recite the program embodied on a computer readable medium of the 
method Claims 7 and 9 respectively; therefore, the prior art of Goldhaber et al. as set 
forth above in Claim 7 and 9 is relied upon to reject Claims 20 and 22. 

Response to Arguments 

10. Applicant's arguments filed on February 21 st 2006 have been fully considered but they 
are not persuasive. 
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1 . Regarding Claims 1, 2, 5, 6, 11, 12, 16 and 18, the Applicant argues that there 
Goldhaber does not teach or enable "receiving a request from a first network entity to 
send the personal information stored at the client to at least one other network entity 
or sending the edited personal information from the client computer system to each 
of the selected ones of the at least one other network entity" (page 14). Futhermore, 
the Applicant argues that Goldhaber et al. does not teach or enable "editing of the 
personal information stored at the client system or enabling editing of the personal 
information for each of the selected ones of at least on other network entities that the 
user selects" (page 17). The Examiner notes that Goldhaber et al discloses that 
advertisers (one or more network entities) can request personal information from the 
Cybercoin/Trading Houses/Attention Brokage System (different one or more network 
entities, such as a server or a user's computer) and that the user is allowed to select 
the advertisers, edit "his profile at any time" and give consent on "case-by-case" 
basis (col 6, line 50 to col 7, line 10, col 12 lines 48 to col 13, line 52 and col 14, lines 
48-60). 

2. Regarding Claims 3, 4, 13 and 19, the Applicant argues that "applying digital 
signature does not teach or suggest applying digital watermark" (page 27). The 
Examiner notes that it is known in the art that one of the use of digital signature is as 
a digital watermark to ensure that the critical information (such as personal 
information) can be tracked. The teaching of O'Neil et al. regarding the digital 
signature that is attached to document as a security tool in transmitting documents 
electronically over a network is applicable to "watermarking" a document for 
transmission over the Web as set forth on pages 15 and 16 of the present 
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specifications (in particular the Applicant is silent as to a special definition of 
watermarking). 

3. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 
(CCPA1971). 

11. Applicant's arguments with respect to claims 7, 9, 10, 13, 14, 16, 17, 20, 22 and 23 have 
been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 



Application/Control Number: 09/920,522 
Art Unit: 1751 



Page 10 



however, will the statutory period for reply expire later than SIX MONTHS from the date of this 



final action. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Tri V. Nguyen whose telephone number is (571) 272-6965. The examiner 
can normally be reached on M-F 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas McGinty can be reached on (571) 272-1029 and Eric Stamber can be 
reached on (571) 272-6724. The fax phone number for the organization where this application 
or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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